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n. RKT^TED APPEALS AND INTERFERENCES 

There axe no related appeak or interferences for the above-referenced patent application. 

IIL STATUS OF CLAIMS 

n^img 1-3, 6-13, 16-23 and 26-30 arc pending in the application. Claims 4, 5, 14, 15, 24 and 
25 have previously been canceled Claims 1-3, 6-13, 16-23, and 26-30 were rejected under 35 U.S.C. 
§1 03(a) as being unpatentable over Femandes in view of Hodges et aL's book on multimedia 
comparing, 1993 (Hodges), and fuxdaer in view of Bull et aL, U,S. Patent No. 5,901,287 (Bull), and 
Sonnenreich et al., U-S. Patent No. 5,974,446 (Sonnenreich), and these rejections are being appealed. 

IV. STATUS OF AMENDMENTS 

No amendments to the claims have been roade subsequent to the final Office Action, 

V. SUMMARY OF THE INVENTION 

Briefly, Appellant's invenrionj as recited in independent rl^imft 1, 1 1> and 21, is generally 
directed to a method, apparatus and computer program carrier for providing co-browsing by users 
shopping over a computer network (specification at page 3, lines 4-5), The method comprises (a) 
providing a network site offering items for sale, (b) monitoring the browsing patterns of a first user 
of the network site and of a second user of the network site, (c) identifying a common browsing 
partem of the first and second users, (d) informing the users of die common browsing pattern, (e) 
providing to the first user of the network site capability to inform the network site of interest in co- 
browsing with the second user, (i^ providiag to the second user of the network site capability to 
inform the netwoik site of interest in co-browsing with die first user, and (g) providing a capability 
for communication between the interested first and second tisers while they continue to shop on the 
network site (specification at page 3, lines 4^5, and page 4, lines 1-5). Further features of die 
invention axe recited in dependent claims. For example, claim 2 adds the feature: providing users 
with a window for interfacing with die network site, wherein the window comprises a first pane that 
displays information relating to items for sale and a second pane that displays content of the 
communication between the first and second user (spedficarion at page 3, lines 14-21). 
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VI. TRS^ mS PRERFNTED FOR REVIEW 

Whether claims 1-3, 6-13, 16-23, and 26-30 are unpatentable undet 35 U.S.C. § 103(a) as 
beiiig tendered obvious by Femandes. "Businesses have a chat," Business Joumal-San Jose. vl5 N9 
pi, 06/30/97 (Femandes), in view of Hodges et aL's book on multimedia computing, 1993 
(Hodges), and fiirdier in view of BuU et al, U.S. Patent No. 5,901,287 (BuH), and Sonnenreich et al.. 
U.S. Patent No. 5.974,446 ^onnenieich). 

VII. f^ROTTPTNG OT? rT ATMf^ 

The rejected claims do not stand or fell together. Each claim group is independendy 
patentable. Separate arguments for die patentability of each daim group are provided below. 

VIM. ARGUMENTS 

A. The Independent Claims Atre Patentable Over The Prior Ar t 
The Examiner provides vague indications (no identification of specific page and line 
numbers) at pages 6-7 of die Office Action of references diat allegedly meet each of elements (a) 
through (g) of claim 1 . Review of the cited references, however, shows that the elements cannot be 
found in diese references. Accordingly, die Examiner has not made out il prima fade case of 
obviousness because it has not been shown diat each element of die claims is taught or suggested in 
the prior art. 

Appellant asserts that the Examiner fails to address key limitations of Appellant's daims. 
Specifically, nowhere does the Examiner address the limitations of Appellant's claims directed to: 

• providing co-browsing by users shopping over a computer network; 

• identifying a common browsing pattcm of a first user and of a second user of a network 
site offering items for sale; 

• iiifbtming the users of the common browsing pattern; 

• providing to die first and second users of the network site capability to inform the 
netwotk site of interest in co-browsing with the other user; 
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• providing a capability for cormnimicarion between the interested first and second insets 
while they continue to shop on the network site. 

Most notably absent from the record is a prior art reference that teaches elements (<£)-(£) of 
claim 1. The Examiner cites BuU as teaching element (d), informing the users of the common 
browsing pattern, because Bull teaches "browsing patterns of the user aie analyzed and these 
patterns update profiles". The updating of user profiles as taught in Bull, however, is not the same 
as informing the users of a common browsing pattcttu Bull is directed at analysis of user browsing 
patterns to update profiles for die purpose of tailoring advertisements and coupons to individual 
user profiles (see, e.g., hues column 8, lines 23-30). This does not teach or suggest providing 
information about user browsing patterns to the odier concurrent users. Moreover. BuU teaches 
updating die user profile with data relating to browsing patterns "so that when they next use the 
information aggregation and synthesi:sation system, the nominated searches will be customised to 
their indi^dual desires" (column 4, lines 30-33). This statement malces it dear that Bull does not 
contemplate or suggest using the data regarding browsing patterns to inform other users who are 
shopping at die network site, let alone to do so "while they continue to shop on die network site". 

In addition, not a single reference is cited as teaching elements (e) and (f) of claim 1, which 
relate to providing to the first and second users of the network site capability to inform the network 
site of interest in co-browsing with the other user (see page 6 of Office Action dated September 27, 
2002). To meet the objective of providing co-browsing by users shopping over a computer 
network, tlie users must be given the opportunity to inform the network site of this interest in co- 
browsing so that diey can make use of it. To make out a prima facie case for obviousness, the 
Examiner must show that die prior art teaches or suggests all limitations of die daim. In re Royka, 
490 F.2d 981, 180 USPQ 580 (CCPA 1974). "All words in a claim must be considered in judging 
die patentability of that claim against the prior art." In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 
494, 496 (CCPA 1970), At tfic very least, the obviousness rejection cannot stsmd given that die 
Examiner has not identified a prior art reference teaching dements (e) and (£) of claim 1 . 

Moreover, only portions, at best, of the remaining elements are caught by the dted 
references. Tbe claimed method is directed at users shopping on a network site. To provide the 
opportunity for co-browsing with other shoppers $hartQg similaj: interests, die network site first 
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identifies those users exhibiting a commoix browsing pattern, then informs them of the common 
browsing, and then invites them to indicate their interest in co-browsing with die other uscr(s) 
showing the same interests. Despite combining four different references to support die obviousness 
rejection, the Examiner has not shown how the prior art taught or suggested this method. 

For example, element (c) of claim 1 is directed to 'Hdenrifying a common browsing pattern 
of die first and second users". The Examiner dtes Bull as ceachixig this element, by referring to the 
same phrase cited for element (d): '1?towsing patterns of the user are analyzed and these patterns 
update profiles". While Bull may teach analyzing user browsing pauems. Bull does not teach 
idcnrifying common browsing patterns of a first and second user. Because die objective in Bull 
differs from diat of the claimed invention, as Bull analyses browsing patterns of a particular user to 
tailor a session to that same individual user, diere is no suggestion in Bull to modify its teachings to 
arrive at element (c) of Appellant*s claim 1 . 

Likewise, element (g) of claim 1 is not fully met by the dted references. This element is 
directed to "providing a capability for communication between the interested first and second users 
while they continue to shop on the network site." The Examiner dtes Femandes and Sonnenreich 
as allegedly teaching this element. Femandes is dted as teaching users who communicate in real- 
time using a computer keyboard and browsing on the world wide web while having a conversation. 
This falls short of providing capabiKty for communication between interested users C'^^^erested 
users'* referring back to users who have indicated dieir interest in co-browsing after being informed 
by the network site of others showing a common browsing pattern) while they continue to shop 
on the network site. Femandes does not teach providing diis capability to interested users while 
they continue to shop on the nctwojt site. Instead. Femandes teaches communication in the 
context of a meeting in the business woidd or via on-line chat rooms. 

Sonnenrdch is even fiirther removed fitom the context of shopping on a network site and 
from co-browsing initiated by the network site on the basis of identified common browsing patterns. 
Sonnenrdch is directed to an internet based distance leaxniog system and provides fox 
communication between clients who have first elected to become members of a user group based on 
pre-selected information topics. Sonnenrdch teaches away &om Appellant's invention because it 
suggests that real-time intercommunication amongst users must be set up within a group of users 
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who have first elected to become members of a group, rather than having the opportunity for 
communication initiated by die oework site based on monitoring of the users' common browsing 
patterns. 

Thus, Appellant submits that independent daims 1. 11, and 21 are ano^»able over die cited 
references. 

The DcpeiT'^''"^ riaims Are Patentable Over The Prior Art 
Dependent claims 2-10, 12-20, and 22-30 are also submitted to be allowable over the cited 
references in the same manner as iixdependent claims 1, 11, and 21, because diey are dependent on 
independent claims 1, 1 1 . and 21, respectively, and thus contain all the limitations of the 
independent claims. In addition, dependent claims 2-10, 12-20, and 22-30 redte a number of 
additional novel elements not shown by the cited references. 

With r^d to dependent claims 2. 12 and 22, these daims recite further providing the users 
with a window for inter&dng with the network site, wherein the window comprises a first pane that 
displays information relating to items for sale and a second pane that displays content of the 
communication between die first and second user. At page 8 of die Office Action, fourth 
paragraph, it is alleged diat Hodges, at pages 16(5-167. "dearly disdose a colkboradve browsing case 
. . . wherein voice, video, and shared graphics and data were used simultaneously in different panes " 
Hodges teaches a shared-data mode in which die user and a realtor can view die same records 
simultaneously, while also talking on the phone. Hodges does not teach a second pane diat displays 
content of die communication between die first and second user. In Hodges, die content of die 
communication is shared orally via die tdephonc and is not displayed in a window. 

Widi regard to die remaining dependent daims, no references are dted as disclosing daese 
fearares. Instead, it is alleged diat "it would be obvious for one widi ordinary skiU in die art to 
ptcmde such information widiin means of available communications". Appellant respectfblly notes 
diat diis type of condusory statement regarding die general knowledge in the art is not suffident 
grounds for an obviousness rejection. In re Lee, 61 USPQ2d 1430 (Fed Cir. 2002). 

Thus, die Appellant submits diat dependent daims 2-10, 12-20, and 22-30 are also allowable 
over the dted references. 
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not 



C. Conclusion 

In light of the above arguments. Appellant tespectfuHy submits that the cited references do 
anticipate nor render obvious the claimed invention. More specificaUy, Appellant's claims recite 
novel physical features which patentably disnnguish over any and all references under 35 U.S-C. §§ 
102 and 103. As a result, a decision by the Board of Patent Appeals and Interferences reversing the 
Examiner and directing allowance of the pending claims in die subject appUcation is respectfully 
solicited. 

Respectfully submitted, 

GATES & COOPER LLP 
Attorneys for Appellant(3) 
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APPENDIX 

1. A method for providing co-biowsing by users shopping over a computer network, 

comprising the steps o£ 

(a) providing a network site offering items for sale; 

(b) monitoring the browsing patterns of a first user of the net«.ork site and of a second user 

of the network site; 

(c) identifying a common browsing pattern of the first and second users; 

(d) informing the users of die common browsmg pattern; 

(e) providing to the first user of the network site capabiUtjr to inform the network site of 
interest in co-browsing with the second user; 

(f) providing to the second user of the network site capabiliry to inform the network site of 

interest in co-browsing with the first user; and 

(g) providing a capability for communicanon between the interested first and second users 

while they continue to shop on the network site, 

2. The method of daim 1. futdier comprising providing the users with a window for 
interfacing widi the network site, wherein the window comprises a first pane that displays 
information relating to items for sale and a second pane that displays content of the communication 
between the first and second user. 

3. The method of claim U wherein the capability for communication comprises a proxy 
server that protects identity of the users. 
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4. (Canceled) 

5. (Canceled) 

6. The method of claim 1, further compming providing the first user with capabiitjr to 
inform the network site of subject matter of interest to the user. 

7. The medbiod of claim 6, wherein the second user is selected based on characteristics 
the second user shares with the first user. 

8. The method of daim 7, further comprising notifying the second user of the 
characteristics shared with the first user. 

9. The mediod of daim 7, wherein die characterisucs include the subject matter of 
interest to the user. 

1 0. The method of claim 1, wherein die capability to inform die network site of interest 
id co-browsing comprises capability to inform the network site of conditions required for co- 
browsing. 

11. An apparatus for providing co-browsing by users shopping over a network, 
comprising: 
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(a) an electronic commerce setter coimected to the network for offering items for sale; and 

(b) a co-browsing faciHty. provided by die electronic commerce server, that allows a first 
user that is browsing the items for sale to conditionally know whcdi« a second user is also browsing 
the items for sale and then provides a eommumcarion medium for a conversation between tlie first 
and second users via the electtonic commerce server while die first and second users both continue 
to browse the items for sale on the network site, whetdn the electronic commerce server is capable 
of monitoring die browsing pattetn of at least one of the first or second users, and wheiein die 
electronic commerce server is furdiet capable of identifying at least two users of a common 
browsing pattern and informing die at least two users of dxe common browsing pattern. 

12. The apparatus of claim 11, wherein the co-browsing facility comprises a window for 
interfacing widi the network site, wherein die window comprises a first pane diat displays 
information relating to items for sale and a second pane diat displays content of the communication 
betweea the first and second user. 

13. The apparatus of daim 11, wherein die communication medium comprises a proxy 
server that protects identity of the users. 

14. (Canceled) 

15. (Canceled) 
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16. The apparatus of ckiin 11, wherein the dectconic commerce server provides the first 
user with capability to inform the server of subject maaer of interest to the u$er. 

17. The apparatus of claim 16, wherein the second user is selected based on 
chaiacteiisrics the second user shares with the first user. 

18. The apparatus of ^1<*^tYi 17, wherein ihe server notifies the secojud user of the 
characteristics shared with the first user, 

19. The apparatus of daim 17, wherein the characteristics include the subject matter of 
interest to the user, 

20. The apparatus of daim 1 1 , wherdn the co-browsing fedlity comprises capability to 
inform the network site of conditions required for co-browsing. 

21 . An article of manufecture comprising a computer program carrier readable by a 
computer and embodying one or more instructions executable by die computer to perform mcdiod 
stseps for 

(a) providing a network site offering items for sale; 

(b) monitoring the browsing patterns of a first user of die network site and of a second user 
of the network site; 

(c) identifying a common browsing pattern of the first and second users; 
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(d) infotming the users of the common browsing pattern; 

(c) providing to the first user of die network site capability to inform the network site of 
interest in co-browsing widi the second nser; 

(£) providing to die second user of the network site capabiUty to inform die network site of 
interest in co-browsing with the first user; and 

providing a capability for communication between die interested first and second users 
while they continue to shop on die network site. 

22, The article of manufacture of daim 21 , wherein the metiiod furdier comprises 
providing die users with a window for interfacing with die network site, wherein the window 
comprises a first pane that displays information relating to items for sale and a second pane that 
displays content of the communication between the first and second user, 

23. The article of manufacture of daim 21 , wherein die capability for communication 
comprises a ptoxy server diat protects identity of the users. 

24, (Canceled!) 

25. (Cancded) 
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26. Tte article of maaufecmre of daim 21, wherein the method further comprises 
providing the 6ist user with capabiHty to inform the network site of subject matter of interest to the 



user. 



27. The article of manufacture of daim 26, wherein the second iiscc is selected based on 
characteristics the second user shares with the first user. 

28. The article of manufecture of claim 27, wherein die mediod furdiet comprises 
notifying die second user of die chaiacteristics shared widi die first user. 

29. The article of manu&cture of claitn 27, wherein die characteristics inckdc die 
subject matter of interest to the user. 

30. The arriclfi of manufacture of daim 21, wherein die capability to inform die network 
site of interest in co-browsing comprises capability to inform die network site of conditions required 
for co-browsing. 
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